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HoE, WHEEMELLLALIND®,

8. MEMMESRAICHIIERER

BERHESROR ) & DIZIE, KFFRE) 2 7 94
&, TRROIEBICK S RIBEERITL) 0N E
IND I ENL e FEHERRERNIS DAV DA G 7 ik
WOFREME, TNHPBHRERELRDL T —2AbDH D
VBT Epn, WERHEZIEL CPBL, Kb
RIZERZAT) S HEELE 25,

LUMIS, mERNHEZ AR 29 A TOWENE
PUISQNVSPS

8. 1 ##EL RETOBEYVLESEHEERT S

ERFHEIRE 2 135 720120, L T 723t
DREGPLEE R D, HARRFFICET AR &) TH
T, HAFH OB G X o TREREDS RO b
HARETEIZE VS, RERFFFICET 520D & D2,
KEFHELOBGPLEE 2D, (LR
ThoThH, BFRITHFELEHFL TOWFITHE
FHEIZRRD b n,)

HARERF &R ERFRFO MG 2 3647 L TIT ) G, i
FROFRLTICHRHEDPLETH Do HAKFRF & KEFR
AFOMESNA 2 [ CERNCEE L7258, REEEH &
%0, REFELOEGHS 2T, SEEROBIR
B LoNb I ENEZLNL, LIzh->T, HAR
PR A HAKFRFOMGETHETIS, KREFRFFFOMR
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ANEEEDDLRETIE RV,

%8B, LENTELRLHHELEORDENTHS T
b, HEICHT MBI I X e v
WELHB IR A, HEWAH & FEMRE 201 T
8T 5Z LN EETH A ) DS, FEHERELEIZICT
EMMANEOWE, BN TH 5 2 & 2 FmIZHR
FTRETHA9,

8. 2 YHHERHEETIEL, WEMEHKTTS

8. 2. 1 FRZ [HMPVE] PH3EICEBET S

ESHE [MB 2] O0bbHEUINFHRENS
L, MEELEALENLE)RAINEL L, 2D
W, FMUHECET 20O LD THST
b, FFEBROLGICIABILETH D,

T3, HNTIHHENBEHR S LEODH B H O % Wik
L, ZRUAMDLDIZOWTIE, 7272 A% HIRT
RETH5D, BEHWE T 27205 EHHRE [H
B0 OB DIEEEIR, FHEERERRT 52 &
R 22 )

8. 2. 2 HENRNETHDIZLEHETS

WS, SFHETS ¥ % & & 1213 [Privileged and
Confidential |, [F75t: - HREE T BA P AR HE R G 503 |
SELWET S EDZE T Ly, Privileged % &\ o 7z
TR D LB TlE R v, KiLT52 &
THHENRCGETH LI &, MBLEDRVHEAR
FTRETHEWZ LM - HERT 280D 5

F72, FITHIETT A AANY —HEDFFEHN X
DEZHERD, o TRHHENRIENFREING Z &
ERRIPER TR De (FAAHNY)—=IZBVT
2, WRBOLER A= LVORRPSBRNED L D%
BT 20, FHERESR LT AL T, o
BRENDY 227 2K TE %)

8. 2. 3 JI—THEDRY EVITERT S

TNV —TEAE DR ) L DIZONnTY, FEEILE
THbo 100% TE&ALEDR Y &) THIUE, FFHER
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FTLALENDE) AT IZFEHELRVEVZ H05, Rk
AP EEE T 56, NHEREEY A7 0834
%o

8. 2. 4 BEZEANDREVRVHBAISEETS
HESP DR EY 2271200 TOHVIZRD 5
N7ZBEOFI D IEESLETH 5. Pl FirE
BT Z AT 7280 A — B =B, RIS OM T
H DR A — A —IRE) A7 OFWelro7LF
bo W, WRIEZHELALZINLID, HibA—
T —DEMAREANC L 2\ EHLBEICHRLTLE
Y&, BEEMILLAADOI L, FA—FHIHEICHET S
WESZEONMHEERE L EAREINL) A 7HPAED
%o

—%, HEFEIFEEZOLDOERET LD TIE
iz, FRELPEEEOP TR IR E -
BER ARSI E ERICHEIZ 2V, LA T,
ENOBW 279 B, L -l X 58
EEMZDLD%RT DI LNV ) FEESLE
ThHbo

8. 3 BEVRVZICHATIRBOELHICER

5

HODRHE=Y) v T2 fTo T EfEThHEE
%)) AR E RO T A, ZORFFICOWTH
WTHET 21T\, [REY A7 K] Lotk &t #
MER SN2 L $ 5, BICZ DIFFIC X B FRRATLE
XN, Y LHENTA AANY —THRENE L, #
) A P—B LT LI ENBEIND, FFICHE
FHIZBWTIE, DA F v 7L XVOEENER
B, S ERBLZBERELZITIEDOLNE Y X712
LRI RS R,

it - Lo EMRL, Tok) TEE
FESFHECIRET 2 2 L D EETH 575, WEIFMHER
EPFONDLEZONDIEETHH-TH, FrMEDTK
FENDZWRREICHETZLEN D b, TD720,
[MREY 27 K] R [REOENDY | L voBRIR
Mg, [HE] [ERE ] [MEAE] bvwaoZe, &
EWREEICERLAWERZ{ I RETH 5,
FRAREEM H I CTOIENBERIOA > & ¥ a2 —ilfko &
DHIZODEBEDPLETH D, [ v Ea—%HEeht
W L7286, Foitskiiy—2r7asy s e b9,
MEECIIRE SN WIS D 5. BHEDOT —
y7ayy M, EBENE ATREEERO S
LGERRDBH L ONLD, RELOLGERER R L
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WEIENLEMMIAE=F Y - = Tuy s b L
THRETEL I, 2070, EAE/HOAL %
Ya—7Z OB L T, SEeskmizey, fiELR
FHEICL BT~ - LCRSRICERT I ENET L
Vo

8. 4 HELESDIHICERT S

A E LSO GO T A ML L
bdH Y, FEMAELWWIBENI LM R MM -
BT ONDLOB RN TDH 5o tENOTECHET~
DFFHEEE X D EFICT 5 720121E, HARRE 257
Mt b DR D - DIER I N ERTH D &
RS BB D D,

RDAT v TeWL & T, BICHEREHEY 2 M
TR T DLW S RELD G- LT Z &
ML D, HNCESFEL~OMBENTER S
TRE V) VIEENLVES LR D,

O L FFEOFERIIOWTHERZ K
@ L% BEHCLELER Y T 5 L9

R
@ ¥~ PR - FETRET IO W TS
@ L WMENEE ST R, REFEEICH

T2 BB S & et

9. BHUIC
HARZICET 220 &0 ICITHARRPEL - L
Z, REEICHE$ 220 & D ICIREREL 2B S
THT LT, BEIMEREREDDL &, HIY A Y
Al AT ) S L AT E B MEAFHEDRGE SIS &2 3% 5
L, WHEEBEEL72LAREINDLIEDRDH LD, &
SEIATWAS 2 AR P2 & o0 72— B L 2 REXIS 273K
HHNb,

KERHY, BARMSEDSBEREZ AL, Ry
A7 BT B OB RTFENTH S,

GE)

M T 4 AANY —&iE, bTA T VAN BHEI T TR 58
ZFD OERPUEE 1T ) Ttk 287,

Q) IFEFRIFHEL RS NDEEDH 5.

() KEFFFFFARIC BT 2 R M L, ARERBEICXI DR
S NTHATH S, GRERELES 7BIEE, €02 —FF
RSB SR HEEEMELREL TWwd, B a0 —fKikL
&, FEMEIESIRE (1791 4F) (23 o € > v —FH T TR
FHHARTH o 72T %87, 4 H, REFEFFIRGR TR
AT L DL, 18 HAEKDKE T E ¥ v —FH AU
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iz o T2 L ITHEKT 5,

(4)Moore, Judges, Juries and Patent Cases: An Empirical
Pecek Inside the Black Box (2000). 5l 21X, BESERF - B3
HROFIRT, ATOF % FMEZ AN HW3 2 i
3, REEA87% THHOITH L, BHEILT2% ThHb, %
7z, BEE R OHMTEOT G 2D TR Y S A R
T AL, BT 86% THLDIIH L, FHHEIL 74% T
H5b

(5) Upjohn Co. v. United States, 449 US. 383, 389 (1981)
(“The attorney-client privilege is the oldest of the privi-
leges for confidential communications known to the com-
mon law. .. Its purpose is to encourage full and frank
communication between attorneys and their clients, and
thereby promote broader public interests in the observ-
ance of law and administration of justice.”).

(6) Fisher v. United States, 425 U.S. 391, 403 (1976) (“As a
practical matter, if the client knows that damaging infor-
mation could more readily be obtained from the attorney
following disclosure than from himself in the absence of
disclosure, the client would be reluctant to confide in his
lawyer and it would be difficult to obtain fully informed
legal advice.”).

(7) Fisher v. United States, 425 U.S. 391, 403 (1976) (“since
the privilege has the effect of withholding relevant infor-
mation from the fact finder, it applies only where neces-
sary to achieve its purpose”).

(8) Federal Rule of Evidence 501 (“a claim of privilege” is to
be governed by the “common law ... as interpreted by the
United States courts in the light of reason and experi-
ence.”).

(9) See Midwest Indus., Inc. v. Karavan Trailers, Inc., 175
F.3d 1356, 1359 (Fed. Cir. 1999) (en banc in relevant part)
(“[A] procedural issue that is not itself a substantive
patent law issue is nonetheless governed by Federal
Circuit law if the issue pertains to patent law, if it bears an
essential relationship to matters committed to our exclu-
sive control by statute, or if it implicates the jurispruden-
tial responsibilities of this court in a field within its
exclusive jurisdiction.”).

(10) See, e.g., In re Spalding Sports Worldwide, Inc. 203 F.3d
800 (Fed. Cir. 2000) (“[Federal Circuit] law applies to the
issue whether the attorney-client privilege applies to an
invention record prepared and submitted to house counsel
relating to a litigated patent.”); Midwest Indus., Inc. v.
Karavan Trailers, Inc., 175 F.3d 1356 (Fed. Cir. 1999)
(Federal Circuit law applies when deciding whether
particular written or other materials are discoverable in a
patent case, because they relate to an issue of substantive
patent law.).

(11) In re Regents of the University of California, 101 F.3d
1386 (Fed. Cir. 1996) (applying the law of the regional
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circuit because the issue in that case, whether a licensor
and a licensee are joint clients for purposes of privilege
under the community of interest doctrine, was not unique

to patent law).

(12) e b B &N B W HI D — > TdH % United Shoe

=A%, BHEERO XS L TWb, United States v.
United Shoe Machinery Corp., 89 F. Supp. 357, 358-59 (D.
Mass. 1950) (“The privilege applies only if (1) the
asserted holder of the privilege is or sought to become a
client; (2) the person to whom the communication was
made (a) is a member of the bar of a court, or his
subordinate and (b) in connection with this communication
is acting as a lawyer; (3) the communication relates to a
fact of which the attorney was informed (a) by his client
(b) without the presence of strangers (c) for the purpose
of securing primarily either (i) an opinion on law or (ii)
legal services or (iii) assistance in some legal proceeding,
and not (d) for the purpose of committing a crime or tort;
and (4) the privilege has been (a) claimed and (b) not
waived by the client.”).

(13) Upjohn Co. v. United States, 449 US. 383 (1981) (The

attorney-client privilege does not apply to the “disclosure
of the underlying facts by those who communicated with

the attorney.”).

(14) Philadelphia v. Westinghouse Elec. Corp., 205 F. Supp.

830, 831 (E.D. Pa. 1962) (“The protection of the [attor-
ney-client] privilege extends only to communications and
not to facts. A fact is one thing and a communication
concerning that fact is an entirely different thing. The
client cannot be compelled to answer the question, ‘“What
did you say or write to the attorney?  but may not refuse
to disclose any relevant fact within his knowledge merely
because he incorporated a statement of such fact into his

communication to his attorney.”).

(15)In re Lindsey, 158 F.3d 1263 (D.C. Cir. 1998) (“the

privilege applies only if the person to whom the communi-

cation was made is a member of the bar of a court ....").

(16) NXIVM Corp. v. O'Hara, 241 FRD. 109, 138 (N.D.N.Y.

2007) (The attorney-client privilege applies not only to
communications made directly to attorneys, but also to
communications made to the subordinates or employees of
attorneys, such as investigators, paralegals, law clerks,
secretaries, or other persons acting as agents of the
attorney.).

(17) In re Queen’s University at Kingston, 820 F.3d 1287 (Fed.

Cir. 2016) (recognizing a patent-agent privilege covering
client communications with non-attorney patent agents in
the course of agents’ authorized practice before the
USPTO; the privilege extends only to communications
reasonably necessary and incident to prosecuting patents
before the USPTO). But see, In Re: Andrew Silver, No.
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05-16-00774-CV (Tex. App. Dallas, Aug. 17, 2016) (in a
breach of contract claim involving a patent purchase
agreement, a Texas appellate court held that Federal
Circuit precedent does not apply to the dispute and under
Texas evidentiary rules, an inventor's emails with a
non-lawyer patent agent are not privileged.).

(18) Upjohn Co. v. United States, 449 U.S. 383, 394-95 (1981)
(The communications at issue were made by petitioner’s
employees to counsel for petitioner, acting as such, at the
direction of corporate superiors in order to secure legal
advice from counsel. Information not available from
upper—echelon management was needed to supply a basis
for legal advice. The communications concerned matters
within the scope of the employees corporate duties, and
the employees themselves were sufficiently aware that
they were being questioned in order that the corporation
could obtain legal advice). See also Diversified Indus., Inc.
v. Meredith, 572 F.2d 596, 608-09 (8th Cir. 1977) (Under
the “subject matter” test, the privilege extends to
communications of any agent or employee of the corpora-
tion so long as the communication relates to a subject
matter for which the organization is seeking legal repre-
sentation.).

(19)In re Grand Jury Subpoenas, 561 F. Supp. 1247,
1258-1259 (E.D.N.Y. 1982) (By allowing too many employ-
ees of the corporation access to a privileged document, the
corporation may be deemed to have waived the protection
of the attorney-client privilege. Among the factors that
courts consider is whether the communication was disse-
minated only to those employees within the corporation
who had a “need to know” the information.).

(20) Restatement (Third) of the Law Governing Lawyers §
73 (Disclosure of privileged information to employees who
do not “need to know of the communication in order to
act for the organization” will constitute a waiver).

(21) See, e.g., Hickman v. Taylor, 329 U.S. 495, 508 (1947)
(attorney-client privilege does not cover information
attorney learns from witnesses); Boling v. First Util. Dist.
of Knox Cnty, No. 97-CV-832, 1998 U.S. Dist. LEXIS 21157,
at *11 (ED. Tenn. Oct. 5, 1998) (correspondence from
counsel to plaintiff that is based on information learned
from any person outside the plaintiff's organization is not
privileged).

(22) See, e. g., Permian Corp. v. U.S., 665 F.2d 1214, 1219
(D.C. Cir. 1981) (when confidential communications volun-
tarily disclosed to one person, the privilege is waived).

(23) United States v. Kovel, 296 F.2d 918 (2d Cir. 1961) (The
accountant — who was hired to assist counsel in interpret-
ing and understanding a client's financial data - could
refuse to testify to a grand jury on privilege grounds

because his services were ‘necessary, or at least highly
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useful for the effective consultation between the client and
the lawyer.”).

(24) PepsiCo, Inc. v. Baird, Kurtz & Dobson LLP, 305 F.3d
813, 817 (8th Cir. 2002) (“[A] ttorney-client privilege
applies only to confidential communications made to
facilitate legal services, and does not apply where lawyer
acts as conduit for client funds, scrivener, or business
advisor.”).

(25) In re Vioxx Prods. Liab. Litig, 501 F. Supp. 2d 789 (E.D.
La. 2007) (A document prepared for simultaneous review
by non-legal and legal personnel not privileged because
not prepared primarily to seek legal advice.).

(26) Gould, Inc. v. Mitsui Mining & Smelting Co., 825 F.2d
676 (2d Cir. 1987) (Preexisting documents tendered to an
attorney, but not prepared for the purpose of obtaining
legal advice, do not thereby become invested with the
privilege.).

(27) U.S. Postal Serv. v. Phelps Dodge Refining Corp., 852 F.
Supp. 156, 163-64 (E.D.N.Y. 1994) (“A corporation cannot
be permitted to insulate its files from discovery simply by
sending a ‘cc’  to in—house counsel.”).

(28) See Oracle Am., Inc. v. Google Inc., 2011 WL 5024457
(ND. Cal. Oct. 20, 2011) (finding that nothing in the
content of an email indicated that it was prepared in
anticipation of litigation or to further the provision of legal
advice, where email was from an engineer, the salutation of
the email addressed only a non-attorney, the attorney was
“at most, was a mere To " recipient, and “there was no
evidence that the [attorney] actually read or responded to
the email, much less used it in constructing any legal
advice”).

(29) See MLR, LLC v. Dell Inc., Case No. 1:14cv135 (ED. Va.
Oct. 17, 2014) (Internal emails from in-house counsel are
“presumptively business communications not protected by
the attorney-client privilege” unless they relate to a
specific identifiable legal issue.)

(80) Breneisen v. Motorola, Inc., Case No. 02C50509, 2003 U.S.
Dist. LEXIS 11485, at *3 (N.D. Il July 3, 2003) (“There is a
presumption that a lawyer in the legal department of the
corporation is giving legal advice, and an opposite pre-
sumption for a lawyer who works on the business or
management side.”).

(31) Clark v. United States, 289 U.S. 1, 15 (1933).

(32) Nobelpharma AB v. Implant Innovations, Inc. 141 F.3d
1059, 1070-72 (Fed. Cir. 1998) (To invoke the crime-fraud
exception, a showing of inequitable conduct is insufficient.
The party challenging the privilege “must make a prima
facie showing that the communication was made in
furtherance of a crime or fraud.”).

(33) FLFEIFME AR (T n R L, AKEE O ADIEHER T % LR
T & %o In re Seagate Technology, 497 F.3d 1360, 1372

Vol. 70 No. 1



(Fed. Cir. 2007) (“The attorney-client privilege belongs to
the client, who alone may waive it.”).

(34)Federal Rule of Civil Procedure 26 (b) (3) (A)
(“Ordinarily, a party may not discover documents and

tangible things that are prepared in anticipation of litiga-

REFFEAT S B S ER MR & HAT L - FpRE & ORI

it must protect against disclosure of the mental impres-
sions, conclusions, opinions, or legal theories of a party's
attorney or other representative concerning the litiga-
tion.”). See, e.g., In re Allen, 106 F.3d 582 (4th Cir. 1997)

(holding that opinion work product is immune from

tion or for trial by or for another party or its representa- discovery).
tive (including the other party's attorney, consultant, (44) s DREIFRERIC BT 2 BRS - TFRBF—IV R I2X 3
surety, indemnitor, insurer, or agent).”). ARV A, T - AKEEE MESE L -2 Tu vy s b

(35) Royal Surplus Lines Ins. Co. v. Sofamor Danek Grp., 190
FRD. 463, 473 (W.D. Tenn. 1999) (“The work product

doctrine protects the integrity of the adversarial process

BHOMEH] G Vol 58 No. 2 2008) # i,
(45) See, e. g., PacifiCorp v. Nw. Pipeline, 879 F. Supp. 2d
1171 (D. Or. 2012) (The court held that the plaintiff was
by creating a zone of privacy and protection for the judicially stopped from taking the position that documents
attorney’s preparatory work on a case.”). were entitled to work product protection before the
(36) William A. Gross Const., Assoc., Inc. v. Am. Mfrs. Mut.
Ins. Co., 262 FRD. 354, 362 (SDN.Y. 2009) (“Work

product protection requires a substantial probability that

plaintiff had a duty to preserve evidence. The plaintiff
reasonably anticipated litigation by August 2, 2007, and,
therefore, its duty to preserve all relevant evidence began
on August 2, 2007.); Sinai v. State Univ. of N. Y. at
Farmingdale, No. CV09-407, 2010 WL 3170664 (E.D.N.Y.
Aug. 10, 2010) (holding that if litigation was reasonably

litigation will develop and that it will begin imminently, or
at least that a party reasonably anticipates it.”).
(37) Turner v. Moen Steel Erection, Inc., 2006 WL 3392206

(D. Neb. 2006) (“[T]he work product rule does not come
into play merely because there is a remote prospect of
litigation.); Tellabs Operations, Inc. v. Fujitsu Ltd., 283
FR.D. 374, 388 (N.D. Ill. 2012) (The fact that litigation
eventually arises does not in and of itself cloak materials

prepared by an attorney with work product protection.).

foreseeable “for work product purposes,” it was reason-
ably foreseeable for the defendants’  “duty to preserve

purposes.”).

(46) Tulip Computers Intl. BV v. Dell Computer Corp., 210

FR.D. 100, 104 (D. Del. 2002) (“If a communication with a

foreign patent agent involves a U.S. patent application,

(38) U.S. v. El Paso Co., 682 F.2d 530 (5th Cir. 1982) (If the
“primary motivating purpose” behind the creation of the

then U.S. privilege law applies. .. If a communication with a
foreign patent agent involves a foreign patent application,
material was to aid or use in litigation, current or future, then as a matter of comity, the law of that foreign country
the document will be considered “prepared in anticipation is considered regarding whether the law provides a
of litigation.”). privilege comparable to the attorney client privilege.”).
(39) Natta v. Zletz, 418 F.2d 633, 637-638 (7th Cir. 1969) (47) Golden Trade, S.r.L. v. Lee Apparel Co. 143 FRD. 514,
(Documents prepared in connection with patent interfer- 520 (SDN.Y. 1992) (Some of the factors that courts
ence proceedings were work product protected from consider when applying the balancing test include (1) the
discovery.). subject matter at issue, for example, whether there is a
(40) McCook Metals L.L.C., v. Alcoa, Inc., 192 F.R.D. 242, 260

(N.D. IIl. 2000) (The preparation of a patent application

U.S. legal issue or whether the patent at issue is foreign

and (2) where the patent agent-client relationship com-

has generally not been held to be in anticipation of menced and was centered at the time the communications
at issue took place.).

(48) VLT Corp. v. Unitrode Corp., 194 FR.D. 8, 15 (D. Mass

2000) (criticizing the touching-base approach as too rigid

litigation, as it is primarily an ex parte administrative, not
an adversarial, proceeding.).
(41) Federal Rule of Civil Procedure 26 (b) (3) (A) (Work

products may be discovered if “the party shows that it
has substantial need for the materials to prepare its case
and cannot, without undue hardship, obtain their substan-
tial equivalent by other means.”).

as a mere mention of a U.S. patent could touch base with
the US.).

(49) Eisai Ltd. v. Dr. Reddy’s Labs. Inc., 406 F. Supp. 2d 341

(SD.N.Y. 2005) (an attorney-client privilege exists under

(42) In re Grand Jury Investigation, 599 F.2d 1224, 1232 (3d
Cir. 1979) (finding “sufficient necessity’ to justify

Japanese law because benrishi may refuse to testify about
facts they should keep secret and the holder of documents
can refuse to produce them.); VLT Corp. v. Unitrode
Corp., 194 FR.D. 8 (D. Mass. 2000) (“[T]he court believes
that Japanese law would treat the [document in question]
as privileged.”); Murata Mfg. Co. v. Bel Fuse, Inc., 2005
U.S. Dist. LEXIS 37774 (N.D. IIl. Feb. 3, 2005) (stating that

disclosure of factual recitations contained in attorney work
product summarizing a witness  statement after the
witness'  death).

(43) Federal Rule of Civil Procedure 26 (b) (3) (B) (“If the

court orders discovery of those [work product] materials,
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“it seems clear that Japanese law extends the attorney-cli-
ent privilege to confidential communications involving
patent agents or attorneys ).

(50) [HHEFBE-1: & AKTE A R O BREREME OB 2DV T OKE
BHIBI B3 % B AR et 4 ] 86 B (2015 4F) https://ww
w.jpo.go.jp/shiryou/toushin/chousa/pdf/zaisanken_kouhyo
u/h26_report_0l.pdfo 7B, EHDRKEE~NOWH I E1T-
720

(51) Gucci Am., Inc. v. Guess?, Inc. (Gucci II), 271 FR.D. 58
(SD.N.Y. 2010).

(52) B LM % D 7o R VA EB B~ O S A 2550 H
o 72 — Ao Honeywell, Inc. v. Minolta Camera Co.,
Lid., 1990 U.S. Dist. Lexis 5954 (D.N.J. May 15, 1990).

(53) Renfield Corp. v. E. Remy Martin & Co., 98 FR.D. 442
(D. Del. 1982) (“Because there is no clear French equiva-
lent to the American ‘bar, in this context membership in
a ‘bar’ cannot be the relevant criterion for whether the
attorney client privilege is available. Rather, the require-
ment is a functional one of whether the individual is
competent to render legal advice and is permitted by law
to do so. French ‘in-house counsel certainly meet this
test; like their American counterparts, they have legal
training and are employed to give legal advice to corporate
officials on matters of legal significance to the corpora-
tion.”).

(54) Federal Rule of Evidence 502 (b). %X 7 PR D 35 &,
MRIA < B—35E (same subject matter) (275 5 it % e
L7zl A% ENDYE0% %, Federal Rule of Evidence
502(a).

(55) Federal Rule of Civil Procedure 26 (b) (5) (B) (“If infor-
mation produced in discovery is subject to a claim of
privilege or of protection as trial-preparation material, the
party making the claim may notify any party that received
the information of the claim and the basis for it. After
being notified, a party must promptly return, sequester, or
destroy the specified information and any copies it has;
must not use or disclose the information until the claim is
resolved; must take reasonable steps to retrieve the
information if the party disclosed it before being notified;
and may promptly present the information to the court
under seal for a determination of the claim. The producing
party must preserve the information until the claim is
resolved.”).

(56)2016 4F 6 J], xR ELERHEN L, MEREHE
DERPINLTze ZOERT, —HRNRREITHEZBR 2
BERELWRENTATHo7- L L6, BEEOMEI RS
5 N %o Halo Electronics, Inc. v. Pulse Electronics, Inc.
(consolidated with Stryker Corp. v. Zimmer, Inc.), — U.S.
-= (June 13, 2016).

(57) In re EchoStar Comms. Corp., 448 F.3d 1294 (Fed. Cir.
2006).
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(B8) ANAIFAT A & [TEIEM 2D UIRIY BT | % RO M OFFFFIC
DWT HMERITHERD 5N kb5 05% %, Consol.
Aluminum Corp. v. Foseco Int’l Ltd., 910 F.2d 804 (Fed.
Cir. 1990).

(59) Therasense, Inc. v. Becton, Dickinson & Co., 649 F.3d
1276 (Fed. Cir. 2011).

(60)35 US.C. § 271(b) (“Whoever actively induces infringe-
ment of a patent shall be liable as an infringer.”).

(61) Global-Tech Appliances, Inc. v. SEB S. A., 131 S. Ct.
2060, 2068 (2011) (To satisfy the knowledge requirement,
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